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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC § 102 

The rejection of claims 1 1 , 14, and 21 under 35 U.S.C. 102(b) as being 
anticipated by Choate et al. (5,364,914) has been withdrawn due to applicant's 
amendments. 

The rejection of claims 1-4, 6, 8-12, 20-22, 24, 26, 36, 37, and 39 under 35 
U.S.C. 102(b) as being anticipated by Ha et al. (6,180,200 B1) has been withdrawn due 
to applicant's amendments. 

The rejection of claims 11,14, 16, 17, 19-21, and 24-26 under 35 U.S.C. 102(b) 
as being anticipated by JP 2000-303052 (JP '052) has been withdrawn due to 
applicant's amendments. 

The rejection of claims 11, 14, 21, and 25 under 35 U.S.C. 102(b) as being 
anticipated by Money et al. (5,225,486) has been withdrawn due to applicant's 
amendments. 

The rejection of claims 1, 4, 8, 11, 12, 16, 17, 19, 21, 22, 26, 28, and 35 under 35 
U.S.C. 102(b) as being anticipated by Mizutani et al. (EP 0774476 A1) has been 
withdrawn due to applicant's amendments. 
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The rejection of claims 1, 8, 11, 21, and 34 under 35 U.S.C. 102(b) as being 
anticipated by Chandrasekaran et al. (5,405,731) has been withdrawn due to applicant's 
amendments. 

Claim Rejections - 35 USC § 102/103 

The rejection of claim 27 under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Mizutani et al. (EP 0774476 A1) 
has been withdrawn due to applicant's amendments. 

The rejection of claim 27 under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Ha et al. (6,180,200) has been 
withdrawn due to applicant's amendments. 

The rejection of claim 27 under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over JP 2000-303052 (JP '052) has 
been withdrawn due to applicant's amendments. 

Claim Rejections - 35 USC § 103 

The rejection of claims 12, 13, 16, 17, and 22 under 35 U.S.C. 103(a) as being 
unpatentable over Money et al. (5,225,486) has been withdrawn due to applicant's 
amendments. 

The rejection of claims 12 and 22 under 35 U.S.C. 103(a) as being unpatentable 
over JP 2000-303052 (JP '052) has been withdrawn due to applicant's amendments. 
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Examiner's Comments 

In the previous office action, claims 5, 7, 13, 15, 18, 23, 29 and 30 were objected 
to as being dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims. Claims 5 and 13 have since been cancelled. The other claims are still 
allowable. Claims 31-33 and 38 were also indicated as allowable in the last office 
action. Claim 38 has since been cancelled. However, upon further searching, relevant 
prior art has been discovered and is applied to claims 31-33 as set forth below. The 
examiner regrets any inconvenience this might have caused applicant. 

In independent claims 28, and 40-42, and dependent claim 16, applicant has 
included the claim language "adding from about 10 to about 80 parts by weight of 
epoxy-reactive thioether-containing compound." As applicant has not specified what 
this amount is relative to, it can read on the compositions as set forth below. It is 
suggested that applicant amend the claims to include amounts for the total composition. 

New Claim Rejections - 35 USC § 103 

Claims 1-4, 6, 8-12, 14, 17, 19-22, 24, 26, 27, and 40-42 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Kaji et al. (JP 07179564) in view of Ha et al. 
(6,180,200 B1). The examiner is relying on the machine translation of this document, in 
addition to the abstract, attached hereto. Regarding claims 1-4, 8, 9, 11, 12, 16, 17, 19- 
22, 24, and 26, Kaji et al. disclose an adhesive comprising the reaction product of an 
epoxy resin, and an epoxy-reactive thioether-containing compound of thioether 
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diepoxide (abstract) for use as an encapsulant or adhesive (machine translation, section 
0001 ). Kaji et al. do not appear to disclose a catalyst or curative in the composition, or 
the claimed substrates. Ha et al. disclose an article comprising a substrate of a noble 
metal, plastic, polycarbonate, and silicon, more specifically gold (col. 5, lines 10-15), and 
an adhesive comprising the reaction product of an epoxy resin (col. 10, lines 1-10), an 
imidazole catalyst or curative (col. 10, lines 21-23), and an epoxy-reactive thioether- 
containing compound (col. 10, lines 39-58), a coupling agent (col. 10, line 59-col.11, line 
29), and an additive comprising silicon atoms (col.1 1, lines 10-23). It is the examiner's 
position that the thioether containing compounds as listed by Ha et al. can possess a 
molecular weight in the range as instantly claimed (claim 2). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
added a catalyst or curative as taught by Ha et al. to the epoxy composition as taught 
by Kaji et al. because Ha et al. teach adding a catalyst or curative to an epoxy 
composition produces a cured composition for use in a variety of adhesive application, 
such as used by Kaji et al., resulting in a cured epoxy composition. 

Regarding claims 6 and 14, Kaji et al. disclose a polyfunctional phenolic glycidyl 
ether epoxy resin (Abstract). 

Regarding claim 10, it appears Ha et al. do not specifically disclose wherein the 
substrate is a print head or ink jet cartridge. Ha et al. do disclose bonding the instantly 
claimed adhesive to substrates that are the same as applicant's. However, it appears 
that naming the substrate as an ink jet cartridge or a printhead is an intended use of the 
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method of bonding, and it is not clear how the intended use of the substrate materially 
affects the overall method of bonding. 

Regarding claim 27, the Kaji et al. combination does not appear to specifically 
disclose the instantly claimed inherent properties. However, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made for the composition 
of the Kaji et al. combination to have achieved at least similar properties because the 
materials of Kaji et al. are at least similar to those of applicant's, and at least similar 
materials would have yielded a composition with at least similar properties, absent 
evidence to the contrary. 

Regarding claims 40-42, the same reasoning as set forth above for claims 1 , and 
6 also applies to claims 40-42. Regarding applicant's claimed range of from about 10 to 
about 80 parts by weight of the epoxy-reactive thioether-containing compound, it is the 
examiner's position that applicant has not specified in the claims to what this is being 
added. Therefore, the amount as claimed has not been defined, and the Kaji et al. 
combination applies to these claims as well. 

Claims 28, 31-33, 35, and 40-42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 2000-303052 (JP '052). The examiner is relying on the translated 
version of this document as supplied by applicant. Regarding claim 28, JP '052 
discloses a curable adhesive composition comprising an epoxy resin (sections 0007- 
0013), a catalyst (section 0046) and curative (section 0033), and an epoxy-reactive 
thioether-containing compound (section 0034). 
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Regarding claim 31, JP '052 discloses a polyfunctional phenolic glycidyl ether 
epoxy resin (section 0009). 

Regarding claim 32, JP '052 discloses a polyamine curative (section 0033). 

Regarding claim 33, JP '052 discloses an imidazole catalyst (section 0046). 

Regarding claim 35, JP '052 discloses amounts included in the instantly claimed 
ranges, respectively (section 0034). 

Regarding claims 40-42, the same reasoning as set forth above for claims 28 
and 31 (JP '052) also applies to claims 40-42, as the claimed subject matter is 
essentially the same. 

Claims 1, 6, 8, 11, 12, 14, 16, 17, 21, 22, 24, 25, 28, and 32-35 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Kaji et al. (JP 07179564) in view of 
Chandrasekaran et al. (5,405,731). The examiner is relying on the machine translation 
of this document, in' addition to the abstract, attached hereto. Regarding claims 1, 8, 
11, 12, 16, 17, 21, 22, 24, 25, 28, and 32-35, Kaji et al. disclose an adhesive comprising 
the reaction product of an epoxy resin, and an epoxy-reactive thioether-containing 
compound of thioether diepoxide (abstract) for use as an encapsulant or adhesive 
(machine translation, section 0001 ). Kaji et al. do not appear to disclose a catalyst or 
curative in the composition, or a polyimide substrate. Chandrasekaran et al. disclose an 
article comprising a substrate of polyimide (col.1 1 , lines 29-35), and an adhesive 
comprising the reaction product of an epoxy resin (col. 7, lines 12-37), a catalyst or 
curative (col. 7, line 47-col.10, line 5), and an epoxy-reactive thioether containing 
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compound that can have a molecular weight included in the instantly claimed amount 
(col. 6, lines 3-15), adhesively bonded to the substrate. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have added a 
catalyst or curative as taught by Chandrasekaran et al. to the epoxy composition as 
taught by Kaji et al. because Chandrasekaran et al. teach adding a catalyst or curative 
to an epoxy composition produces a cured composition for use in a variety of adhesive 
applications, such as used by Kaji et al., resulting in a cured epoxy composition. 

Regarding claims 6 and 14, Kaji et al. disclose a polyfunctional phenolic glycidyl 
ether epoxy resin (Abstract). 

Allowable Subject Matter 

To clarify to date, claims 7, 15, 18, 23, 29, and 30 are objected to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims, for the reasons as set forth in the previous office action. Claims 36, 37, and 39 
are also objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. The prior art of record does not appear to teach or 
disclose an aliphatic epoxy-reactive thioether-containing compound as claimed. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher M. Keehan whose telephone number is 
(571) 272-1087. The examiner can normally be reached on Monday-Friday, from 6:30 
to 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu S. Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Vv^DAVIDJ-BUTTNER 
Christopher Keehan 1 ^ primary examiner 

March 3, 2004 A /rfj^ 



